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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 1 1 , 2009 has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1 - 3, 5, 7 - 17, 19 - 49 and 51 - 58 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Cohen (US 4,175,704) in view of Goddard (US 5,059,188). 

With respect to claim 1 , Cohen discloses a device for the delivery of a substance 
to the eye comprising: a housing (12) for holding the substance and a non-aerosol, 
non-electric (abstract) delivery mechanism comprising a tubular member (20) disposed 
within the housing, an actuation mechanism (30) positioned at the top of the housing, 
and at least one outlet port (34) in the actuation mechanism in communication with the 
tubular member, wherein the delivery mechanism is configured such that substance is 
delivered from the housing, through the tubular member, through the outlet port, and 
delivered to the eye in the form of a spray or mist in a substantially horizontal direction 
(figures 2 and 4) as set forth in col. 2, lines 25 - 60 and in the figures. 

It is noted that the dimensions as claimed may be equivalent to zero, and 
therefore do not necessarily need to be present in order to meet the claimed 
limitations. Further, it is noted that the device need only to be "configured to" provide 
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the dimensions and/or functions as claimed. Nevertheless, Cohen does not explicitly 
recite maximum dimensions. 

Goddard teaches a device for delivering substances to the eye that delivers the 
substance from nozzle hole opening with a diameter of 1 - 2 mm as set forth in col. 3, 
lines 23-24. 

It would have been obvious to one of ordinary skill in the art to modify the nozzle 
hole opening of Cohen by providing it with the claimed range since the use of such a 
range to deliver substances to the eye is known in the art as demonstrated by Goddard 
and, as the instant specification acknowledges that the average ocular area is about 1 1 
mm in diameter, the incorporations of the dimensions taught by Cohen provides for 
accurate delivery of the substance to the eye. 

Regarding claim 2, see the rejection of claim 1 . Additionally, Cohen discloses a 
device for the delivery of an artificial tears or demulcent composition to the eye 
comprising: a housing (12) for holding the substance and a non-aerosol, non-electric 
(abstract) delivery mechanism comprising a tubular member (20) disposed within the 
housing, an actuation mechanism (30) positioned at the top of the housing, and at least 
one outlet port (34) in the actuation mechanism in communication with the tubular 
member, wherein the delivery mechanism is configured such that substance is 
delivered from the housing, through the tubular member, through the outlet port, and 
.delivered to the eye in the form of a spray or mist as set forth in col. 2, lines 25 - 60 
and in the figures. 
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The difference between Cohen and claim 2 is the explicit recitation that the outlet 
port is configured to deliver the substance in an elliptical shape. 

Goddard teaches a device for delivering substances to the eye that delivers the 
substance from nozzle hole opening in an elliptical shape as set forth in figure 4. 

It would have been obvious to one of ordinary skill in the art to modify the nozzle 
hole opening of Cohen by providing it with the shape taught by Goddard since the use 
of such shape is used to deliver substances to the eye is known in the art as 
demonstrated by Goddard and the use of such provides for accurate delivery of the 
substance to the eye. 

With reference to claim 3, Cohen discloses a device wherein the force of the 
spray or mist is sufficient to deliver the spray or mist to the eye without the aid of 
gravity as set forth in col. 2, lines 61 - 68. The examiner contends that the force is 
directly related to the amount of pressure applied and may be sufficient to deliver to 
deliver the spray or mist without the aid of gravity. 

As to claim 5, Cohen discloses a device wherein the housing is hollow and the 
substance is contained within the hollow of the housing as set forth in figure 4. 

Regarding claim 7, Cohen discloses a device wherein the housing contains a 
reservoir that holds the substance as set forth in figures 2 and 4. 

As to claims 8 and 9, Cohen discloses a device wherein the housing is fabricated 
of a rigid material, which would be of sufficient thickness to prevent collapse of the 
housing during use, as set forth in col. 2, lines 11 - 16. 

With respect to claim 1 0, see col. 2, lines 11 - 1 2. 
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With reference to claim 1 1 , Cohen discloses a device wherein the housing is 
cylindrical in shape as set forth in figure 2. 

With respect to claims 12-17, see col. 5, lines 5 - 19 of Goddard. 

Regarding claims 19 and 20, Cohen discloses a device wherein the actuation 
mechanism is movable with respect to the housing in order to deliver the substance to 
the eye as set forth in col. 3, lines 10-17. The examiner contends that the manner by 
which the actuation mechanism is moved is considered a product-by-process limitation 
that does not patentably distinguish the claimed invention from the prior art. 

As to claim 21 , Cohen discloses a device wherein the actuation mechanism 
includes a spray nozzle (34) as set forth in figure 2. 

With reference to claims 22 - 23, see the rejection of claims 19 - 21 . 

Regarding claims 24 - 27, see the abstract. 

As to claims 28 - 29 and 32, the examiner contends that Cohen discloses the 
invention as claimed. 

A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. The invention of Burke 
is fully capable of performing the recited function. 

As to claim 30, see col. 2, lines 61 - 68. 

Regarding claim 31, see col. 3, lines 10- 17. 
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With reference to claim 33, Burke discloses a device further comprising an 
extension (60) substantially or completely surrounding the outlet port and extending in 
the direction that the spray or mist is delivered wherein the extension assists in 
directing the substance to the eye and assists in preventing the substance from being 
delivered to areas outside of the eye as set forth in figures 7-8. 

As to claim 34, see the rejection of claim 3. 

As to claim 35, see the rejection of claim 2. 

As to claims 36 and 37, see the abstract. 

As to claim 38, see the rejection of claim 4. 

With reference to claims 39 - 41 , see the rejection of claims 19-20. 

As to claim 42, see col. 3, lines 10-17 and the abstract. 

With reference to claim 43, see the rejection of claim 27. 

With reference to claims 44 - 47, see the rejection of claims 28 - 29 and 32. 

As to claim 48, see col. 6, lines 33 - 45. 

Regarding claim 49, see the rejection of claims 1 and 2. Likewise, Goddard 
provides a means that prevents contact with the eye as set forth in figure 7. 

As to claims 51 and 52, the examiner contends that any device may be 
considered reusable and/or disposable. 

With reference to claims 53 - 56, see col. 3, lines 51 - 54. 

As to claims 57 and 58, see the rejection of claims 1 and 2. 
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Response to Arguments 

Applicant's arguments filed November 1 1 , 2009 have been fully considered but 
they are not persuasive. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, both Cohen and 
Goddard are within the same field of endeavor. While the system disclosed by Goddard 
may differ from that of Cohen, it is noted that the system of Goddard is not relied upon 
for the rejection. The system including a device that administers a material to an eye 
with a nozzle hole opening is taught by Cohen as set forth in the rejection. Goddard is 
simply relied upon to support the general knowledge in the art of providing a device that 
administers a material to an eye with a nozzle hole opening having a specific diameter. 
Likewise, as set forth in the rejection, it is noted that the device need only to be 
"configured to" provide the dimensions and/or functions as claimed 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michele Kidwell whose telephone number is 571-272- 
4935. The examiner can normally be reached on Monday thru Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tatyana Zalukaeva can be reached on 571-272-1 115. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michele Kidwell/ 

Primary Examiner, Art Unit 3761 



